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PATENT 



REMARKS 

Claims 1 to 48 are pending in this application. Claims 1 to 48 are subject to 
restriction under 35 U.S.C. § 121. Applicants are herein amending claims 1, 7, 8, 31, 38, and 
42 and canceling claims 6, 33, 34, 40, 41, and 44, without prejudice or disclaimer. 

Amendments to Claims 

Applicants are herein canceling claim 6, without prejudice or disclaimer, and 
incorporating most of the subject matter of claim 6 into claim 1. Applicants are amending 
claims 7 and 8 to update the claim dependency from canceled claim 6 to pending claim 1 . No 
new matter is introduced by the amendments to the claims. 

Applicants are herein canceling claim 33 and 34, without prejudice or disclaimer, and 
incorporating most of the subject matter of these claims into claim 31. No new matter is 
introduced by the amendments to the claims. 

Applicants are herein canceling claim 40, 41, and 44, without prejudice or disclaimer, 
and incorporating most of the subject matter of these claims into claim 38. Applicants are 
amending claim 42 to update the claim dependency from canceled claim 40 to pending claim 
38. No new matter is introduced by the amendments to the claims. 

Restriction Requirement 

Claims 1 to 27 are pending in this application and are subject to restriction under 35 
U.S.C. § 121, as follows: 
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Group 


Claims 


Subject Matter 


Class 


I 


Claims 1 to 30 


Drawn to a method of treating 
vasomotor symptoms 


514 


II 


Claims 31 to 48 


Drawn to a pharmaceutical 
composition of NRI +SRI or NRI + 
adrenergic a 2 antagonist 


514 



It is asserted that the inventions of Groups I and II are related as product and process of use 
but distinct. A requirement has also been made for an election of a species of a 
norepinephrine reuptake inhibitor (NRI) and an election of a species of an adrenergic ct2 
antagonist. 

According to MPEP § 803, there are two criteria for a proper requirement for 
restriction between patentably distinct inventions: 

(A) The inventions must be independent (see MPEP § 802.01, § 806.04, § 808.01) 
or distinct as claimed (see MPEP § 806.05-§ 806.05(i)); and 

(B) There must be a serious burden on the examiner if restriction is required (see 
MPEP § 803.02, § 806.04(a) - § 806.04(i), § 808.01(a), and § 808.02). 

For purposes of the initial requirement, a serious burden may be prima facie shown if the 
examiner shows separate classification, separate status in the art, or a different field of search 
as defined in MPEP § 808.02. In the subject application, the claims have been restricted into 
two different groups, however, both groups are classified in Class 514. Thus, applicants 
respectfully submit that a prima facie case of serious burden has not been established. 

Thus, applicants respectfully request reconsideration of the requirement for 
restriction. Nonetheless, to be fully responsive to the restriction requirement, applicants elect 
with traverse to prosecute the claims of Group I. 

Further, applicants elect with traverse the following species: 
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Genus 


Species 


Claims readable on 


NRI 


desipramine 


1 to 5, 7, and 10 to 30 


adrenergic a 2 antagonist 


atipamezole 


1 to 5, 7 to 18, 22 to 30, 38, 
39, 42, 43, and 45 



It is applicants' understanding that they will be entitled to additional species which depend 
from or otherwise require all of the limitations of an allowable generic claim as provided by 
37 C.F.R. § 1.141. 

Applicants request entry of the amendment and reconsideration of the restriction 
requirement. If the Examiner is of a contrary view or further discuss the merits of the 
application, the Examiner is requested to contact the undersigned attorney at (404) 459-5642. 



Date: February 2, 2007 



/Wendy A Choi/ 



Wendy A. Choi 
Registration No. 36,697 



Woodcock Washburn LLP 
Cira Centre 

2929 Arch Street, 12th Floor 
Philadelphia, PA 19104-2891 
Telephone: (215) 568-3100 
Facsimile: (215)568-3439 



Page 14 of 14 



